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THE REPLY FILED 11 February 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . □ The reply was filecl after a final rejection, but prior to filing a Notice of Appeal. To avoid abandonment of this application, applicant 

must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which places the application in 
condition for allowance: (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) a Request for Continued 
Examination (RCE) in compliance with 37 CFR 1 .114. The reply must be filed within one of the following time periods: 

a) CD The period for reply expires months from the mailing date of the final rejection. 

b) ^ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of detemnining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) a 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed 
may reduce any eamed patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. □ The reply was filed after the date of filing a Notice of Appeal, but prior to the date of filing an appeal brief. The Notice of Appeal 

was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of filing the Notice of 

Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a Notice of Appea 
has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. ^ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) n They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) \3 They raise the issue of new matter (see NOTE below); 

(c) Q They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) ^ They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41, 33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): , 

6. Q Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. Q For purposes of appeal, the proposed amendment(s): a) ^ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 26-96 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not eariier presented. See 37 CFR 1.11 6(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome aH rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not eariier presented. See 37 CFR 41 .33(d)(1 ). 

10. El The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . El The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. S Other: See Below . 
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Continuation of 11 . does NOT place the application in condition for allowance because: The Applicants' arguments have been 
considered but are not persuasive because of the following reason(s) as set forth here below: The Declaration and Exhibits A-H have 
been considered and the Examiner disagrees that Graffe is not prior art based on the following: Graffe was filed on on March 16, 1998 
which was prior to Applicants' U.S. Provisional Patent Application Serial No. 60/103,948 filed October 12. 1998. Applicants' Exhibits A-H 
do not give a beginning date on any of the Exhibits. Applicants' arguments with the respect to due diligence begin at page 4 with a 
discussion of the Decalarations filed August 14, 2003 and March 31, 2004. Please note quotation of MPEP Section 2138.06 below: 
2138.06 "Reasonable Diligence": The diligence of 35 U.SC. 102(g) relates to reasonable "attorney -diligence" and "engineering- 
diligence" (Keizer v. Bradley, 270 F.2d 396, 397, 123 USPQ 215, 216 (CCPA 1959), which does not require that "an inventor or his 
attorney ... drop all other work and concentrate on the particular invention involved ..." Emery v. Ronden, 188 USPQ 264, 268 (Bd. Pat. 
Inter. 1974). CRITICAL PERIOD FOR ESTABLISHING DILIGENCE BETWEEN ONE WHO WAS FIRST TO CONCEIVE BUT LATER TO 
REDUCE TO PRACTICE THE INVENTION. The critical period for diligence for a first conceiver but second reducer begins not at the time 
of conception of the first conceiver but just prior to the entry in the field of the party who was first to reduce to practice and continues until 
the firs conceiver reduces to practice. Hull v. Davenport, 90 F.2d 103, 105, 33 USPQ 506, 508 (CCPA 1937) ("lack of diligence from the 
time of conception to the time immediately preceding the conception date of the second conceiver is not regarded as of importance excep 
as it may have a bearing upon his subsequent acts"). What serves as the entry date into the field of a first reducer is dependent upon 
what is being relied on by the first reducer, e.g., conception plurs reasonable diligence to reduction to practice (Fritch v. Lin. 21 USPQ2d 
1731, 1734 (Bd. Pat. App. & Inter. 1991), Emery v. Ronden, 188 USPQ 264, 268 (Bd. Pat. Inter. 1974); an actual reduction to practice or 
constructive reduction to priactlce by filing either a U.S. application (Rebstock v. Flouret. 191 USPQ 342. 345 (Bd. Pat Inter. 1975) or 
reliance upon priority under 35 U.S.C. 1 19 of a foreign application (Justus v. Appenzeller. 177 USPQ 332, 339 (Bd. Pat Inter. 1971) (chai 
of priorities under 35 U.S.C. 1 19 and 120, priority under 35 U.S.C. 119 denied for failure to supply certified copy of the foreign application 
during pendency of the application filed within the twelfth month). THE ENTIRE PERIOD DURING WHICH DILIGENCE IS REQUIRED 
MUST BE ACCOUNTED FOR BY EITHER AFFIRMATIVE ACTS OR ACCEPTABLE EXCUSES, An applicant must account for the entire 
period during which diligence is required. Gould v. Schawlow, 363 F.2d 908, 919, 150 USPQ 634. 643 (CCPA 1964) (statement that the 
subject matter "was diligently reduced to practice" is not a showing but a mere pleading). A 2-day period lacking activity has been held to 
be fateal. In re Mulder. 716 F.2d 1542, 1545, 219 USPQ 189. 193 (Fed. Cir. 1983) (37 CRF 1.131 issue); Firzgerald v. Arbib, 268 F.2d 
763, 766, 122 USPQ 530, 532 (CCPA 1959) (Less than 1 month of inactivity during critical period. Efforts to exploit an invention 
commercially do not constitute diligence in reducing to practice. An actual reduction to practice in the case of a design for a thre- 
dimensional article requires that it should be embodied in some structure other than a mere drawing.); Kendall v. Searies, 173 F.2d 986, 
993, 81 USPQ 363, 369 (CCPA 1949) (Diligence requires that Applicants' must be specific as to dates and facts.) The period during 
which diligence is required must be accounted for by either affirmative acts or acceptable excuses. Rebstock v. Flouret. 191 USPQ 342. 
345 (Bd. Pat Inter. 1975); Rieser v. Williams, 225 F 2.s 419, 423, 118 USPQ 96, 100 (CCPA 1958) (Being last to reduce to practice, part 
cannot prevail unless he has shown that he was first to conceive and that he exercised reasonable diligence during the critical period from 
just prior to opponent's entry into the field); Griffith v. Kanamanj, 816 F.2d 624. 2 USPQ2d 1361 (Fed. Cir. 1987) (Court generally reviewe 
cases on excuses for inactivity including vacation extended by ill health and daily job demands, and held lack of university funding and 
personnel are not exceptable excuses.); Litchfield v. Eigen, 535 F.2d 72, 190 USPQ 1 13 (CCPA 1976) (budgetary limits and availability o 
animals for testing not sufficently described); Monway v. Bondi, 203 F.2d 741 , 749, 97 USPQ 318. 323 (CCPA 1953) (voluntarily laying 
aside inventive concept in pursuit of other projects is generally not an acceptable excuse although there may be circumstances creating 
exceptions); Anderson v. Crowther, 152 USPQ 504, 512 (Bd. Pat. Inter. 1965) (preparation of routine periodic reports covering all 
accomplishments of the laboratory insufficient to show diligence); Wu v. Jucker. 167 USPQ 467, 472-73 (Bd. Pat. Inter. 1968) (applicant 
improperly allowed test data sheets to accumulate to a sufficient amount to justify interfering with equipment then in use on another 
project); Tucker v. Natta. 171 USPQ 494, 498 (Bd. Pat. Inter. 1971) ("[ajctivity directed toward the reduction to practice of a genus does 
not establish, prima facie, diligence toward the reduction to practice of a species embraced by said genus"); Justus v. Appenzeller, 177 
USPQ 332, 340-1 (Bd. Pat. Inter. 1971) (Although it is possible that patentee could have reduced the invention to practice in a shorter tim 
by relying on stock items rather than by designing a particular piece of hardware, patentee exercised reasonable diligence to secure the 
required hardware to actually reduce the invention to practice. "[I]n deciding the question of diligence it is Immaterial that the inventor may 
not have taken the expeditious course ..."). Applicants' must show dates of their work in each exhibit to be considered in order to show 
diligence and to overcome the Graffe reference. It is not a sufficient showing to merely state on page 19 of the arguments that well prior 
to the March 16, 1998 filing date of the Graffee et al. patent, the reference invention was conceived and reduced to practice. Applicants' 
Declaration does not mention any specific date prior to March 16, 1998 and therefore does not show "diligence". It is for these reason(s) 
the rejection of claims 29-96 still remain as previously rejected 
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